b.) Remarks 

Claim 26-5 1 are presented in order to recite Applicants' invention with the 
specificity required by statute. The subject matter of the claims is found in the application 
as filed, inter alia, both in the original claims and in the specification at e.g., page 8, lines 
12-17, page 9, lines 16-19, from page 11, line 23 to page 12, line 11, page 15, lines 13-16 
and from page 12, line 20 to page 13, line 22. Accordingly, no new matter has been added. 

The Examiner has objected to the Information Disclosure Statement for the 

reasons noted. 17 In this regard, it is unclear why 37 C.F.R. § 1.98(b) (5) was cited for 

disallowing the citation format; MPEP §707.05(e) makes plain that 

[f|or periodicals, at least the title of the 
periodical, the volume number, date, and 
pages should be given. 

Applicants' PTO-1449 was plainly in compliance therewith. Nonetheless, to reduce the 
issues, enclosed is a substitute form PTO-1449. As requested by the Examiner, authors 
and titles are provided 

To the extent the Examiner's notations "No translation" appear, Applicants' 
respectfully wish to point out that no translation is necessary if a concise explanation of the 
reference's relevance as presently understood is provided ("which may be incorporated in 
Applicants' specification"), see 37 C.F.R. §1.98(a)(3)(i). As noted in the July 19, 2001 
Information Disclosure Statement, such is found both in the specification where the 
Examiner's attention was invited, as well as in the respective English-language abstracts. 

The Examiner also requested a complete copy of page 276 from J. Clin. 
Exp. Med. , Vol 172, No. 5 (1995). In response, such replacement sheet is enclosed. 



i/ As to the Examiner crossing out the citations on the form PTO-1449, it is assumed 
the references were considered since the form only indicates how the art will apear 
on the face of an issued patent. Clarification is respectfully requested. 
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Claims 1-18 are rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The Examiner's bases for this rejection are set forth at 
pages 3 and 4 of the Office Action. These comments have been addressed in new claims 
26-5 1 . The Examiner's detailed suggestions are gratefully acknowledged. 

Claim 1 is rejected under 35 U.S.C. § 102(b) as anticipated by JP 57- 
137858; claims 1 and 2 by JP 59-01 1 197 or Yoshida, Nissei Byoinlgalev Zasshi 12(l):53-7 
(1984) and claims 1-5, 7-13 and 15-18 by JP 58-047499. Additionally, claims 1-3, 15, 16 
and 18 are rejected under 35 U.S.C. § 103(a) as obvious over Yoshida in view of Sanders, 
U.S. Patent No. 4,215,993 or EP 7621 1, and claims 1-12, 14, 15, 17 and 18 over Ohkubo et 
al., Rinsho Kensa 27(3):329-32 (1983) in view of Sanders or EP 7621 1. 

These rejections are respectfully traversed and will be addressed below in 

turn. 

For the Examiner's convenience, it should be noted that claims 26 and 39 
only are independent. Claim 26 corresponds to original claim 3, claim 39 to original 
claims 8 and 9. Accordingly, the rejections for anticipation by JP 57-137858, JP 
59-01 1 197 and Yoshida are mooted. 

As to JP 58-047499 (which the Examiner relies upon as quantitating 
triglycerides by treating serum with surfactant such as Triton X 100 and the like) claim 26 
recites, in part, reacting a sample containing a mixture of lipoproteins in the presence of a 
reagent which inhibits reaction of lipoproteins other than the particular lipoprotein, 
enzymatically reacting that sample to generate hydrogen peroxide, and quantitating 
generated hydrogen peroxide. Claim 39 similarly recites determination from a sample 
containing a mixture of lipoproteins , in part, in the presence of a reagent that allows 
reaction of lipoprotein other than the particular one, reacting that sample without free 
glycerol in the presence of a surfactant or enzyme that allows the reaction of the particular 
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lipoprotein , enzymatically reacting the sample to generate hydrogen peroxide, and 
quantitating generated hydrogen peroxide. These features, at least, are not taught or 
suggested by JP 58-047499. 

As to the rejection for obviousness over Yoshida in view of Sanders and EP 
7621 1, Yoshida is cited only as determining triglyceride by eliminating free glycerol to 
generate peroxide and to subsequently generate color from the peroxide. However, the 
reference is unconcerned, at least, with assaying a sample containing a mixture of 
lipoproteins and this deficiency is not overcome by the secondary references to Sanders or 
EP 7621 1 . Both Sanders and EP 7621 1 describe quantitating a material by fractionating a 
particular lipoprotein from a sample by centrifugation; isolating a sample containing the 
fractionated lipoprotein; and reaction with a particular enzyme. 2/ However, neither teach 
or suggest concerning a quantitation without isolating the target material, much less a 
method of quantitating a particular lipoprotein in a sample containing as well as a 
lipoprotein other than the particular lipoprotein. 

As to the rejection of claims 1-12, 14, 15, 17 and 18, the Examiner states 
Ohkubo teaches quantitating transglyceride using glycerol oxidase, Sanders shows 
separating lipoprotein using polyanions and EP 7621 1 teaches separating lipoprotein using 
surfactants and polyanion/divalent metals. The Examiner contends it would have been 
obvious to combine Sanders or EP 7621 1 with the process of Ohkubo to quantitate a 
particular lipoprotein. 

However, as discussed previously, none of these relate to enzymatically 
quantitating a particular lipoprotein in a sample containing a lipoprotein other than the 



2 / See Sanders, column 2 at lines 29 to 45 where a precipitating reagent is reacted to 
separate the sample to a precipitate and a supernatant fluid, to separate the 
supernatant fluid from the precipitate, and an enzyme is reacted only to the 
supernatant fluid to quantitate the desired material. Also, see the abstract EP 7621 1 
at line 5, where it is described that the separation is executed by centrifugation. 
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particular lipoprotein. 

In view of the above amendments and remarks, Applicants submit that all of 
the Examiner's concerns are now overcome and the claims are now in allowable condition. 
Accordingly, reconsideration and allowance of this application is earnestly solicited. 

Claims 26-51 remain presented for continued prosecution. 

Applicants' undersigned attorney may be reached in our New York office by 
telephone at (212) 218-2100. All correspondence should continue to be directed to our 
below listed address. 



Respectfully submitted, 
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